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REMARKS 

Claims 1, 3-12 and 14-25 are pending in the application. Claims 3 and 20 have been 
cancelled. In the present amendment, claims 1 and 15 are revised according to the Examiner's 
suggestion on page 4 of the Office Action. Claims 4, 5, 9, 12, 14, 16, 21, 24-25 were amended to 
improve clarity. No new matter has been introduced by these amendments, as support is found 
throughout the specification, for example, in paragraphs [0054-0057]. Accordingly, entry of 
these amendments is respectfully requested. 

I. Claim Objections 

Claims 3, 5, 9-12, 1 8 and 20 were objected to under 37 C.F.R. 1 -75(c) as being of an 
improper dependent form, namely for failing to further limit the subject-matter of the claim from 
which they depend. Applicant submits that all of the aforementioned claims have been either 
I amended (claims 5,9-12 and 1 8) to property limit the subject matter of the relevant previous 

| claim or cancelled (claims 3 and 20) to thereby obviate the Examiner's objections. 

I 

I 
I 

II. Claim Rejections Under 35 U.S.C. S 112, 1st Paragraph 

Claims 1, 3-12, and 14-20, 24 and 25 were rejected under § 112, first paragraph, as 
allegedly being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Applicants respectfully traverse this rejection. 

Claims 3 and 20 have been presently cancelled. 

Claims 1 and 15 have been presently amended in iine with the Examiner's suggestion 
provided beginning at the bottom of page 3 of the Office Action. Applicant has now clearly 
defined the recited vaccine composition (claim 1) and nucleic acid vector (claim 15) as featuring 
a sequence consisting of the combination of the open reading frame (ORF) 2, ORF 5 and ORF 7 
j sequences as derived from EAV. According to the specification at [0057] and [0067], the ORF 

sequence "ingredient" is particularly effective in producing a clinical effect (improved 
immunogenicity) than a vaccine or vector containing the entire EAV cDNA sequence. The 
nucleic acid-based vaccine (and associated nucleic acid vectors) can uniquely generate both a 
humoral (antibody-based) response (see Example 1) and a cellular immune response in horses 
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(Tables 19 and 20). This cellular immune response, also illustrated in Examples 2 to 5, is 
exclusively protective against both horizontal and vertical EAV transmission in horses. 

Claims 1 , 3,-1 2, and 14-20 were rejected for reciting the term 'functional variant 
thereof." which allegedly derived no support from the specification as filed. Applicants have 
presently amended the claims to delete this feature, thereby rendering the Examiner's rejection as 
moot. 

For the reasons outlined above, Applicants respectfully request that the present rejections 
under § 1 12, first paragraph, be reconsidered and withdrawn. 

IIL Refection of Claims 1, 4, 4-10, 12. 14-19, 24 and 25 Under 35 U.S.C. 8 102£a) 

Claims 1, 4-10, 12, 14-19, 24 and 25 were rejected as being anticipated by Giese el a/., 
(2002) ("Giese"). Applicants respectfully traverse this rejection. 

We note that the Examiner has withdrawn the rejection of claims 1, 3-12 and 14-20 under 
35 U.S.C. §102(b) as being anticipated by EP application 02002250,5 (European Patent No. EP 
1346998) to Giese et at. 

However, Applicants respectfully submit that the Giese disclosure is simply unavailable as 
prior art under the provisions of 35 U.S.C. § 102(a) for the purposes of assessing novelty. By 
strictly construing the term "by others" as referring "any combination of authors or inventors 
different than the inventive entity" (Office Action, page 6; emphasis added) without knowing 
exactly what subject-matter each author actually (and separately) contributed to the published 
work would, in this case, unfairly deprive the present inventors of their contribution to the state 
of the art. 

The Giese disclosure mentions 1 1 different authors (or "contributors") from four different 
research institutions. The subject-matter of the Giese disclosure, a collaborative effort, relates to 
an extensive experimental study that investigated the development of the immune response in 
horses after immunization with a UNA vaccine having and expressing ORFs 2, 5, and 7 in 
combination with equine IL-2 (see Abstract). To the extent that instant inventive material can be 
derived from the Giese disclosure, exclusively represents the contribution of the present 
inventors, Dr. Giese and Dr. Darai (first and last authors mentioned on the publication). This is 
precisely why the other 9 authors are not listed as inventors in the present application, or any 
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other related patent application worldwide. When the skilled person considers the Giese 
disclosure, he will necessarily realize that the publication provides a variety of scientific 
teachings and hypotheses that simply surpass the scope of the subject-matter provided by the 
present invention. This "excess" necessarily reflects the individual contributions of the other 
researchers mentioned on the publication (i.e., "by others"). Consequently, because Dr. Giese 
and Dr. Darai are the exclusively named inventors for the present application (and for the EP 
02002250.5 publication relating to the identical subject-matter, see Annex A), in addition to 
being listed as contributing authors of the Giese disclosure from which the inventive material 
was derived, we submit that there is simply no presence of "others"; that any disclosure 
pertaining to the instant invention in Giese was made solely by the inventors themselves. 

Accordingly, Applicants respectfully submit that the above claims can not be anticipated by 
Giese, and request that the Examiner reconsider and withdraw the present rejection in view of 
this reference under § 102(a). 



IV, Rejection of Claim 3 Under 35 U.S.C. SS 102fb> 

Claim 3 is rejected as being anticipated by Chimside et ai % (1998) ("Chirnside"). 
Claim 3 has been presently cancelled to thereby render the Examiner's rejection as moot. 
In view of the foregoing, Applicants respectfully request that the present rejection under 
§ 102(b) be reconsidered and withdrawn. 

V* Rejection of Claim 11 Under 35 U.S.C. § 103(a) 

1 

! Claim 1 1 stands rejected as being anticipated by Giese et al f (2002) ("Giese") in view of 

Krieg et ah (1 998) ("Krieg"). Applicants respectfully traverse this rejection. 

Applicants would like to emphasise that the Giese disclosure does not constitute prior art 
at the relevant date of the instant application as discussed in section III, supra. 

The Office Action suggests that one of ordinary skill in the art would be motivated to 
combine the teachings of Giese with those of Krieg, by adding CpG dinucleotides in order to 

i 

achieve an essential endogenous adjuvant activity for the EAV ORF vaccine, while increasing 
the efficacy of the EAV vaccine compositions. However, for the reasons provided above, 
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becau$e Giese cannot be considered to be part of the prior art, one of ordinary skill in the art 
reading Krieg alone, or in combination with public knowledge at the relevant date, could not 
reasonably reasonable arrive at the claimed invention without extreme undue burden — since 
Krieg is completely silent regarding a vaccine composition or nucleic acid vector consisting of a 
sequence encoding ORF 2, ORF 5 and ORF 7 in order to achieve the surprising neutralizing 
antibody response or the pronounced c ytotoxic T cell response as described by the present 
invention. 

Accordingly, prima facie obviousness has not been established, since claim l ] is not 
obvious in view of the cited references alone or in combination. Consequently, Applicant 
respectfully requests that the present rejection under § 103(a) be reconsidered and withdrawn, 
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VI. CONCLUSIONS 

In view of the amendment and arguments set forth above, Applicants kindly submit that 
the objections and rejections contained in the Office Action mailed on September 1 1 , 2007 have 
been overcome, and that the pending claims are in good condition for grant. Accordingly, we 
request that the Examiner issue a notification of allowance. 

Please charge the $795.00 fee as set forth in Fee Code 1254/2254 per 37 C.F.R. 
1 , 1 7(a)(4) for the "Extension for Response within Fourth Month" (small entity) which Is 
submitted herewith on enclosed Form PTO-2038. No other fees are believed to be due in 
connection with this correspondence. 

If the Examiner believes that a telephone conference would expedite the allowance of the 
present case, the Examiner is respectfully requested to contact Applicant's undersigned attorney 
at the number indicated below. 



GRUND INTELLECTUAL PROPERTY GROUP 
Nikolaistrasse 15 
D-80802 Munich 
GERMANY 

+ 49 (89) 54 80 19 - 0 (telephone) 
+ 49 (89) 54 80 19 - 10 (facsimile) 
farmer@grundipg.com (email) 



Respectfully submitted, 



Dated: 11 JANUARY 2007 




Stacey J. F#rn<Jr 
Reg. No. 42,526 
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